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in ensuring a successful outcome of the TRIPS negotiations. Having ob-
tained victory in key areas of the TRIPS Agreement common to U.S/EU
interests, and having carved out wines and spirits from other objects of GI
protection,!!! the level and scope of protection was something on which the
EU could compromise because its principal interests had been satisfied.!!?
The losing interests here were not developing countries as such; and what
prevailed were also not developed countries. Instead, the outcome of the
TRIPS Agreement on GlIs reflected the triumph of methods and processes
of production divorced from social contexts that might cause a return to
considerations of the value of the product over the symbol.

Unlike other categories of intellectual property, GIs represent that
“last frontier” in Europe’s old world—the space where the developed coun-
try coalition lacked a common cultural and normative base from which to
operate strategically.!!3 And given the strong relationship between Gls and
agricultural goods!i4—another sensitive area of the Uruguay Round nego-
tiations—it was important to achieve some success in this regard. Accord-
ingly, a fractionalized scheme was agreed upon, with the most critical
subject, namely wines and spirits, splintered off for strong protection!15
while other GlIs were left behind as some form of tertium quid, or worse,
generic marks not susceptible to protection. GIs were thus strategically
defined in opposition (or at least in tension) to trademarks, setting the stage
for a debate about which would be superior.

B. Trademark Incoherence

Defined to derive their distinctiveness from qualities drawn from natu-
ral space, GIs cannot but be less than trademarks.!16 Yet, paradoxically, to

111. TRIPS Agreement, supra note 2, art. 23.

112. This should not be taken to suggest that the EU is no longer interested in pursuing strong
global protection for GIs. The converse is indeed true. See, e.g., USDA FOREIGN AGRIC. SERV.,
EUROPEAN UNION, TRADE POLICY MONITORING—GEOGRAPHICAL INDICATIONS: AN OVERVIEW OF
THE ARGUMENTS SURROUNDING PROTECTIONS (2003), available at www.fas.usda.gov/ gain-
files/200308/145985728.doc.

113. Burkhart Goebel, Geographical Indications and Trademarks—The Road from Doha, 93
TRADEMARK REP. 964, 969 (2003) (“Trademarks serve as the main communication tool between a
manufacturer and the consumer. Trademarks inform the consumer not only about the origin of a par-
ticular product, but carry a variety of different functions in the communication process between brand
owners and consumers. Trademarks inform consumers about the quality of a product, they carry emo-
tions, they communicate a certain lifestyle and the like.”).

114. Conrad, supra note 28, at 31 (“In contrast to the other topics of the Intellectual Property
package, this battle was not the typical line-up between the first and the third world, but between the
United States and the EC. In essence, it was a fight over agricultural subsidies.”).

115, See TRIPS Agreement, supra note 2, arts. 22-24; see also Hughes, supra note 34, at 317-19.

116. See TRIPS Agreement, supra note 2, art. 24(5) (incorporating formally the subordinate status
of Gls).
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claim a place in the TRIPS trademark regime, GIs must do more than your
average trademark.!'!” Even within trademark jurisprudence, this trade-
marks-plus approach is an anomaly. Oppositions to Gls are not credibly
framed in the Lanham Act sense as merely about geography. To the con-
trary, the quality, goodwill, specialized knowledge, practices, and traditions
inherent and/or associated with Gls are precisely what trademark law pur-
ports to recognize and protect.!!8 That these distinguishing qualities derive
in part from a comparative advantage related to topography, place, or other
natural elements, makes Gls no less capable of distinguishing a product
than technology, resources to pay advertising agencies, and advantages of
mass media outlets do for trademarks.!!9 Further, trademark case law re-
veals instability about the consumer—who she is and what it is that trade-
marks really do in the modern market place.!20 It seems clear that source
identification—the principle that dealt a fait accompli to Gls—is not credi-

117. Zylberg, supra note 80, at 30 (“Thus, according to TRIPS, when a trademark and a geographi-
cal indication coincide, the trademark always wins.”).

118. Steven A. Bowers, Location, Location, Location: The Case Against Extending Geographical
Indication Protection Under the TRIPS Agreement, 31 AIPLA QJ. 129, 135 (2003) (“Geographical
indications serve a wide range of important functions that have far-reaching economic consequences.
First, geographical indications serve as source identifiers, in that ‘they identify goods as originating in a
particular territory or a region or locality in that territory.” Second, geographical indications serve as
indicators of quality, as they inform consumers ‘that the goods come from an area where a given qual-
ity, reputation or other characteristic of the goods is essentially attributable to their geographic origin.’
Finally, geographical indications serve important business interests because they ‘promote the goods of
a particular area.”” (footnotes omitted)); Jacob Laufer, Good Faith and Fair Dealing with the American
Consumer, 1987 COLUM. BUS. L. REV. 167, 173-74 (“Trademarks serve three basic purposes: 1) to
indicate origin; 2) to guarantee equal quality of all goods under that mark; and 3) as an embodiment of
good will.”); Jonathan L. Schwartz, Making the Consumer Watchdog’s Bark as Strong as Its Gripe:
Complaint Sites and the Changing Dynamic of the Fair Use Defense, 16 ALB. L.J. Sc1. & TECH. 59, 79
(2006) (“Trademark law’s most basic objective is to ‘reduce[] the customer’s costs of shopping and
making purchasing decisions’ by facilitating ‘the flow of information . .. to lead to better-informed
[consumers] and . . . competitive markets.” To further this objective, trademarks facilitate a purchaser’s
identification of ‘the quality, history, and dependability of an item.”” (alteration in original) (footnotes
omitted)); Zylberg, supra note 80, at 61 (“Thus, protecting geographical indications fosters at least a
higher level of consumer protection against deception than any other intellectual property right (such as,
for example, trademarks).”).

119. Glynn S. Lunney, Jr., Trademark Monopolies, 48 EMORY L.J. 367, 420 n.212 (1999)
(“[Aldvertising and a trademark successfully generate an unthinking buying response—a trained reac-
tion to the presence of a trademark where perception of the mark stimulates hand to wallet without
conscious thought—does that represent a legitimate form of welfare enhancement? Were Pavlov’s dogs
happier after they had been trained to salivate at the sound of a dinner bell?”); see also Smith v, Chanel,
Inc., 402 F.2d 562, 567 (9th Cir. 1968) (“The primary value of the modern trademark lies in the ‘condi-
tioned reflex developed in the buyer by imaginative or often purely monotonous selling of the mark
itself.” To the extent that advertising of this type succeeds, it is suggested, the trademark is endowed
with sales appeal independent of the quality or price of the product to which it is attached; economically
irrational elements are introduced into consumer choices; and the trademark owner is insulated from the
normal pressures of price and quality competition. In consequence the competitive system fails to
perform its function of allocating available resources efficiently.” (citation omitted)).

120. See Beebe, supra note 41, at 2028 (describing distinctiveness of source as “the first, and
increasingly obsolete” function of trademark law (footnote omitted)).
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bly at the root of trademark protection today, even in the U.S.12! Further,
consumer perceptions are inherently problematic as a basis for determining
distinctiveness.!22 Major doctrinal grounds on which the U.S. has opposed
trademark status for Gls are all contested claims in modern trademark ju-
risprudence.123

As it stands today, Gls are neither really trademarks nor even more
generally “intellectual” property; protection for GIs is not usually listed
among the accomplishments of the Agreement, nor for that matter consid-
ered a failure or weakness of the TRIPS regime. This cloudiness regarding
the form and function of GIs is not, as some commentators have suggested,
attributable to any uniqueness of Gls. Instead, the hand-wringing reflects
most directly the competing interests, priorities, and values within the rela-
tively settled sphere of North-North intellectual property relations.!24

III. WHY PROTECTION OF GEOGRAPHICAL TRADEMARKS MATTERS: THE
NATIONAL LOGIC OF THE GLOBAL TRADEMARK FUNCTION

“Every so often, there comes along a new symbol, one that makes a
leap from the past into the present and that has power because it captures
the spirit of the present . ... 7125

Intellectual property law at the national level generally absorbs new
subject matter with some facility, but the same is not the case within the
international framework. The rigidity of intellectual property categorization

121. Mark A. Lemley, The Modern Lanham Act and the Death of Common Sense, 108 YALE L.J.
1687, 1709 (1999) (suggesting that we should not be concerned about the fact that “consumers seem to
want to treat trademarks as things in themselves™); Levy, supra note 1, at 117 (“[S]ellers of goods are
engaged, whether willfully or not, in selling symbols, as well as practical merchandise.”); Jerre B.
Swann, Sr. et al., Trademarks and Marketing, 91 TRADEMARK REP. 787, 793 (2001) (“Source, for many
experience goods, is not merely anonymous; it is irrelevant and can be counterproductive.”).

122. See Beebe supra note 41, at 2021 n.1 (“[T]he perfect convergence advertisers seek between
the sign, corporate, and consumer identity is an indelibly precarious enterprise because it relies on
traditionally unstable tools like image, suggestion, and visual expression to build economic value. By
relying on these unstable tools—speech, suggestion, performance—a trademark becomes Janus-faced,
both mutable and immutable at the same time.” (quoting Sonia K. Katyal, Anti-Branding (Sept. 20,
2004) (unpublished working paper))).

123. Graeme Dinwoodie puts the questions squarely when he states that considerations of trade-
mark rules ought to be weighed against trademark’s purposes reflecting social practices that are already
in a state of flux. See Dinwoodie, supra note 24, at 889.

124. See Okediji, Public Welfare and the Role of the WTO, supra note 51, at 84041, 848-49, 854
(describing the EU/U.S. TRIPS negotiating alliance as a “policy blind” coalition; such coalitions are
rooted in power and tend to obscure the policy differences between members of the coalition). The split
over geographic indicators, however, divided the U.S. and the EC. See Bendekgey & Mead, supra note
56, at 766 (“The divergent evolutions of the older and newer economies have resuited in an interna-
tional conflict over the proper treatment and protection of geographic indications.”).

125. Levy, supra note 1, at 124,
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at the international level is partly a reflection of the minimalist approach
that has defined the process of intellectual property harmonization for over
two centuries,!26 as well as the absence of competent institutions mandated
with the task of generating a normative context within which global intel-
lectual property obligations could be derived. While there are concerns
about the capacity of the WTO dispute settlement process to effectively
generate balanced norms,!27 particularly in the absence of compelling lan-
guage in the TRIPS Agreement to this effect, this is precisely what the
seminal WTO Panel Report!28 on GIs heroically attempted to accomplish,
but it did so on terms of trademark superiority.!29 The Panel, building on
the canonical rule of treaty interpretation,!30 built into its analysis a per se
exclusion of Gls from trademarks, indeed from intellectual property subject
matter entirely. According to the Panel, “[t]he object and purpose of the
TRIPS Agreement ... includes the proviston of adequate standards and
principles concerning the availability, scope, use and enforcement of trade-
related intellectual property rights.”!3! In light of this, the Panel concluded
that “under Article 16.1 of the TRIPS Agreement, Members are required to
make available to trademark owners a right against certain uses, including
uses as a G[.”132

126. See Ruth L. Okediji, Sustainable Access to Copyrighted Digital Information Works in Devel-
oping Countries, in INTERNATIONAL PUBLIC GOODS AND TRANSFER OF TECHNOLOGY UNDER A
GLOBALIZED INTELLECTUAL PROPERTY REGIME 142 (Keith E. Maskus & Jerome H. Reichman eds.,
2005) (discussing the stages of copyright multilateralism and the structure of the Berne Convention);
see also RUTH L. OKEDUI, THE INTERNATIONAL COPYRIGHT SYSTEM: LIMITATIONS, EXCEPTIONS AND
PUBLIC INTEREST CONSIDERATIONS FOR DEVELOPING COUNTRIES (2006), available at
www.iprsonline.org.

At its genesis, the Berne Convention served primarily a coordinative function, which was to
correlate existing national laws and practices into a core of international minimum standards
for the protection of copyrighted works. Given its elemental goal of building consensus on
basic norms and thus eliminating discrimination against works of foreigners, the Berne Con-
vention was originally “pragmatically instrumental.” It combined common elements of na-
tional laws, national practice and bilateral agreements to derive a set of normative criteria that
would produce the necessary compromise for a multilateral accord on copyright.
Id. at S (footnotes omitted).

127. See Okediji, Public Welfare and the Role of the WTO, supra note 51, at 822-23.

128. See Panel Report, supra note 5.

129. Seeid.

130. See Vienna Convention on the Law of Treaties, art. 31(1), May 23, 1969, 1155 U.N.T.S. 33!
(“A treaty shall be interpreted in good faith in accordance with the ordinary meaning to be given to the
terms of the treaty in their context and in the light of its object and purpose.”).

131. See Panel Report, supra note 5,9 7.620.

132. See Panel Report, supra note 5, § 7.625.
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A.  Constructing Gls in the TRIPS Agreement: Issues of Text and Pretext

Assertions of the value of Gls to developing countries, the overlap be-
tween the protection of geographical indicators and traditional knowledge,
and the particularly strong resistance of the U.S. to geographical indicators
earmark the “quibble” over the scope of protection for Gls, with all the
indicators of a classic North-South debate over the legitimacy of proprie-
tary rights. Importantly, the quibble exposes cultural cleavages in the face
of a treaty that represents a zenith in utilitarian justifications for intellectual
property, and imposes those justifications as a mandatory global paradigm
that is, ironically, largely predicated on cultural assumptions about the
creative process.!33 It is precisely the strenuous, even if historically inexact,
effort to strip intellectual property completely from national cultural moor-
ings!34 that now presents our relatively innocuous global trademark law!35
with the injudicious demarcation between trademarks and Gls.

Unlike copyright or patent law definitions in the TRIPS Agreement,
which admit no qualifiers, TRIPS Article 22(1) defines Gls “for the pur-
poses of this Agreement” only. Thus, while Gls could and almost certainly
do encompass trademark functionality, they are recognized in a much more
limited fashion under the TRIPS Agreement.!3¢ The rationale for a narrow
conception of GIs arguably has both substantive and instrumentalist merit.
Formally, GIs as a category of intellectual property were invented by the
TRIPS Agreement. Given the various multilateral treaties already in exis-
tence to address distinct aspects of geographical denominators of goods, a
narrow definition could provide greater substantive coherence in the family
of related treaties. Further, in keeping with the commitment to respect pre-

133. See generally Gana, supra note 4.

134. As [ have argued elsewhere, there is indeed a culture to international intellectual property law;
culture underlies, informs, and molds national intellectual property law doctrines even in developed
countries. That these doctrines and norms are cloaked in utilitarian terms such as “economic” or “effi-
cient” cannot obscure the values and priorities that permeate and reflect particular views of the world—
or put simply, “culture.”

135. Of all the intellectual property subject matters, trademark law has largely been devoid of the
suspicion, incredulity, and conflict that pervades patent and, to a lesser degree, copyright law. From a
developing country perspective, global trademark regulation is rarely confronted by claims of economic
irrelevance, cultural inappropriateness, or adverse effects of adopting a trademark regime. Indeed, as
evident in the debate about geographical indications, the demand for strong geographical indication
protection has disrupted the traditional alliance between the EU and the U.S. over global intellectual
property protection, and instead created unusual partnerships between the EU and developing countries.

136. TRIPS Agreement, supra note 2, art. 22(1) (“Geographical indications are, for the purposes of
this Agreement, indications which identify a good as originating in the territory of a Member, or a
region or locality in that territory, where a given quality, reputation or other characteristic of the good is
essentially attributable to its geographical origin.” (emphasis added)); GERVAIS, supra note 33, at 184~
87 (discussing various proposals for definitions of geographical indications, including some that com-
bined both geographical indications and appellations of origin).
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existing intellectual property agreements!37 (which omitted most of those
directly relevant to Gls),!38 a narrow conception of Gls had the advantage
of minimizing substantial overlap or the potential for conflict. And third, as
an instrumental matter, a narrow definition facilitated agreement on the
broad principles on which the demandeurs of strong protection for Gls
staked their claims.

B.  Reconceiving and Reframing What Geographical Indications Tell Us
About Them, Us, and “That Place”

There is no serious question that Gls can and do function as trade-
marks.139 But the converse is also true: trademarks function as geographi-
cal indications. The focus has unnecessarily been directed at distinguishing
GIs from trademarks, rather than assessing how trademarks function to
identify origin in less restrictive ways than simply a business source, and as
such, invariably function similarly to Gls. Even if, arguendo, distinctive-
ness were a stable, consistent doctrinal force with which GIs must contend,
there is a murky middle where countries, including the U.S., would argue
that trademark-style protection for Gls is feasible!40 and perhaps even ap-
propriate. 14!

1. The Geography of Consumer Confusion and the Inadequacy of Geo-
graphic Marks as a Possible Solution

In general, objections to trademark protection for Gls are intertwined
around cultural expectations and, as such, tend to cluster around a basic
theme, namely that such indications are not distinctive in the sense of asso-
ciating a product with an origin other than geography or that trademark law
is too limited a tool to protect all that GIs might represent to a particular

137. See TRIPS Agreement, supra note 2, art. 2.

138. Seeid.
139. Gangjee, supra note 6, at 1254 (noting that “the distilled essence of trademarks and GI’s is
that they both regulate the use of signs in the marketplace. . . .”).

140. This is not surprising from a U.S. perspective. There is no absolute proscription against geo-
graphic marks under the Lanham Act unless such marks are deceptive. Geographic marks that are
neither deceptive nor primarily geographically and deceptively misdescriptive are registrable upon a
showing of secondary meaning.

141. Lilian V. Faulhaber, Note, Cured Meat and Idaho Potatoes: A Comparative Analysis of Euro-
pean and American Protection and Enforcement of Geographic Indications of Foodstuffs, 11 COLUM. J.
EUR. L. 623, 625 (2005) (noting that the U.S. provides greater protection to geographic indications of
foodstuffs than Article 22 of the TRIPS agreement requires); Zylberg, supra note 80, at 22 (“Because
the Paris Convention only provides for limited protection for geographical indications, the US was
among its signatories.”).
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community.!42 I have already addressed the former issue above. With re-
gard to the latter concern, which invokes the geographical indica-
tion/traditional knowledge overlap, the objection to trademark law as a
paradigm for protection inverts the usual perspective from which conven-
tional justifications for trademarks arise, namely the perspective of the
consumer. While protecting owners from unfair competition is important,
the central goal of contemporary trademark law is to prevent consumer
confusion.!43 This concern is the key premise for enforcing the exclusive
rights of trademark owners.144

As with other principles discussed earlier in this paper, the concept of
consumer confusion is highly contextual. In the GI debate, geographical
marks have been identified as a possible “fit” for GI protection under the
trademark rubric. This may be plausible but there are reasons why such a
fit is inappropriate. In determining whether a geographic mark is protect-
ible as a trademark, three factors are generally considered: (1) is the pri-
mary significance of the mark geographic; (2) would purchasers likely
make a goods/place association (i.e., think that the goods or services origi-
nate in the geographic place identified in the mark); and (3) does the mark
identify the geographic origin of the goods or services?!45 The U.S. Court
of Customs and Patent Appeals put the consumer squarely at the center of
the analysis: “[i]f the goods do not come from the place named, and the
public makes no goods-place association, the public is not deceived and the

142. See RaoRane, supra note 11; Silke von Lewinski, The Protection of Folklore, 11 CARDOZO J.
INT'L & COMP. L. 747, 762-63 (2003).

143. Abercrombie & Fitch Stores, Inc. v. Am. Eagle Outfitters, Inc., 280 F.3d 619, 630-31 (6th Cir.
2002) (noting trademark law’s goal of protecting distinctiveness and avoiding consumer confusion); see
also Robert G. Bone, Hunting Goodwill: A History of the Concept of Goodwill in Trademark Law, 86
B.U. L. REV. 547, 567 (2006); Maxim Grinberg, The WIPO Joint Recommendation Protecting Well-
Known Marks and the Forgotten Goodwill, 5 CHI.-KENT J. INTELL. PROP. 1, 3 (2005) (“The underlying
policy of trademark law is to protect consumers from confusion as to the source of the products they
buy.”).

144. Exclusivity in trademark law is, of course, not as robust as it is in patent law. For example,
trademark law in the U.S. recognizes geographic space constraints based on use of the mark. See, e.g.,
United Drug Co. v. Theodore Rectanus Co., 248 U.S. 90, 98-99 (1918) (“The owner of a trade-mark
may not, like the proprietor of a patented invention, make a negative and merely prohibitive use of it as
a monopoly. In truth, a trade-mark confers no monopoly whatever in a proper sense, but is merely a
convenient means for facilitating the protection of one’s good-will . .. .” (citations omitted)); see also
Dawn Donut Co., Inc. v. Hart’s Food Stores, Inc., 267 F.2d 358 (2d Cir. 1959) (denying plaintiff, owner
of a registered mark, any accounting or damages because the parties operated in different markets and
there was no likelihood of confusion. The court did note however, that because of the constructive
notice provision of the Lanham Act, the plaintiff could later show intent to use the mark in the defen-
dant’s market area and at that point would be entitled to enjoin the defendant’s use of the mark.). Fur-
ther, under the common law, good faith concurrent use of a mark is permitted and concurrent use
registrations are permissible. See 15 U.S.C. § 1052(d) (2000); see also U.S. PATENT & TRADEMARK
OFFICE, TRADEMARK MANUAL OF EXAMINING PROCEDURE § 1207.04 (4th ed. 2005).

145. U.S. PATENT & TRADEMARK OFFICE, supra note 144, § 1210.01(a).
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mark is accordingly not geographically deceptively misdescriptive.”14¢ The
core question on which protection of geographic marks hinges is how con-
sumers perceive or understand the mark.147

The measure of consumer perception (and thus likelihood of confu-
sion) for Gls is problematic for a number of important reasons. First, de-
spite being the subject of caricatures, it is no laughing matter for
proponents of Gls that knowledge or awareness of geography is disturb-
ingly low in the U.S.148 This creates something of a paradox in considering
treatment of Gls as trademarks. If consumers do not make the goods/place
association due to ignorance, this counts in favor of a finding that the mark
is protectible.!4? If consumers do make the goods/place association, the
converse is true (i.e., this counts against finding that the mark is protect-
ible). If the other factors are also present, the mark likely will be deemed
primarily a geographic mark and thus not protectible under the Lanham Act
in the absence of secondary meaning. To add insult to injury, a U.S. busi-
ness could appropriate a Gl, capitalize on geographic ignorance in the U.S.,
and thus have one factor (i.e., no goods/place association) in its favor, and
yet not fall afoul of the prohibition against deceptive marks. Using a geo-
graphical mark is not deceptive under the Lanham Act unless it is clear that
an intent to deceive is present.!5¢ At least one court has added a materiality
element to the test.15!

146. In re Nanatucket, Inc., 677 F.2d 95, 99 (C.C.P.A. 1982).
147. Bendekgey & Mead, supra note 56, at 769 (“Under United States trademark law principles,
consumer perceptions are of paramount importance. Thus, the critical distinction between a word,
name, symbol, or device that serves as a trademark, and one that serves as a geographic indication or
appellation of origin but not as a trademark, depends on what consumers perceive.”); Stacey L. Dogan
& Mark A. Lemley, The Merchandising Right: Fragile Theory of Fait Accompli?, 54 EMORY L.J. 461,
487 (2005) (“In the context of likelihood of confusion analysis, trademark law has traditionally adapted
itself to reflect societal norms, rendering a use illegal if but only if it confuses consumers.”).
148. Becky Orr, How Well Do Young Americans Know the Globe?, WYO. TRIBUNE-EAGLE, Nov.
5, 2006 (“A 2006 survey conducted by the National Geographic Society concluded that most Americans
between the ages of 18 and 24 don’t know enough geography and that geography illiteracy is unac-
ceptably high.”); Nat’l Geographic, 2006 National Geographic-Roper Survey of Geographic Literacy:
What We Found, http://www.nationalgeographic.com/roper2006/findings.html (last visited Apr. 14,
2007).
[M]ajorities of young adults fail at a range of questions testing their basic geographic literacy.
Only 37% of young Americans can find Iraq on a map—though U.S. troops have been there
since 2003. 6 in 10 young Americans don’t speak a foreign language fluently. 20% of young
Americans think Sudan is in Asia. (It’s the largest country in Africa.) 48% of young Ameri-
cans believe the majority population in India is Muslim. (It’s Hindu—by a landslide.) Half of
young Americans can’t find New York on a map.

Id.

149. See Consorzio del Prosciutto di Parma v. Parma Sausage Products, Inc., 23 U.S.P.Q.2d (BNA)
1894, 1898 n.5 (T.T.A.B. 1992) (noting a lack of evidence that the consuming public was aware of
Parma, Italy, as a geographical location, which was the source of prosciutto).

150. In re Amerise, 160 U.S.P.Q. (BNA) 687, 691 (T.T.A.B. 1969).

151. In re Cal. Innovations, Inc., 329 F.3d 1334, 133637 (Fed. Cir. 2003).
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2.  The Trademark Value of Attribution

Turning to a brief application of the test, the answer to the first ques-
tion, “is the primary significance of the mark geographic?,” is not entirely
straightforward in the U.S. context where GlIs are concerned. The fact is
that U.S. consumers tend to think quite highly of goods from certain parts
of Europe and thus domestic producers of similar goods benefit from using
foreign names on their products. Adopting a GI as a trademark in the U.S.
is profitable precisely because consumers attribute the origin to that foreign
locale. Even where an actual association between the geographic region
and the product does not exist, foreign names/regions evoke mental images
in the mind of a consumer that may have persuasive effect on the purchas-
ing decision. To use the ubiquitousness of American fast food as an exam-
ple, once again, eating McDonald’s food in China or Johannesburg is likely
more about associating with something “foreign” or explicitly “Ameri-
can.”152 Thus there is a way in which the answer to the first element is not
necessarily or ineluctably “yes.” Just as Paris may evoke images of idyllic
romance, Silicon Valley images of computer chips and dynamic geek-
entrepreneurs, or Rodeo Drive expensive fashionable boutiques, Gls have
an attributional element that should not be overlooked. As one scholar re-
cently noted,

Attribution has a commodity value distinct from the value of the intellec-

tual property or human capital to which it is attached. The commodity

value of credit is entirely informational: it tells consumers, current and

prospective employers, creators, and the world at large about products

and their creators. The commodity value of credit and blame is dissipated

if the right to it is transferred because the information is lost. Attribution

is a type of signal . .. .153

Indeed, where the primary significance of the mark is to evoke images
of carefully cultivated vineyards, master tutors passing on ancient secrets of
meat production, or to persuade consumers of product quality and authen-
ticity, then the significance of a GI encompasses more than geography. Or
at least, it is geography imbued with a signaling function appealing to con-
sumers interested in identifying with the images of ancient rites and great
skill in making the product. In a world where ignorance counts negatively
for a GI holder but attribution holds a distinguishing quality that conveys
meaning to consumers, the weight of the third factor, “does the mark iden-

152. Eckhardt & Houston, supra note 1, at 76 (noting that in certain scenarios set in China, the
McDonald’s brand is deemed “novel and prestigious but yet not meaningful or deep because its for-
eignness is also prominent™); see also id. at 77.

153. Catherine L. Fisk, Credit Where It's Due: The Law and Norms of Attribution, 95 GEO. L.J. 49,
54 (2006).
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tify the geographic origin of the goods or services?,” may not be so signifi-
cant.

Put differently, trademarks, once exported from a particular social,
economic, and political context, signify a much more elastic kind of “ori-
gin” than is narrowly conceived at the national level. The mark “Coca-
Cola” in Johannesburg, Tokyo, or Beijing surely does not signify origin in
a trademark sense in those countries. Instead, what it might signify is
“American,” which in turn could be short form for status, class, or mem-
bership “in a group.”!54 Consumers wanting a taste (literally) of American
culture or an association with the imagery of life in the U.S. may choose
McDonald’s, Coke, or Pizza Hut for all these reasons.!35 “Origin” in this
sense of the foreign consumer is all about geography and how geographic
location invokes particular associations in a particular market.!3¢ This fact
is amplified in that marketing strategy in foreign markets takes into account
local peculiarities, and goods are often adapted to conform to domestic
culinary tastes and/or sensitivities.!37 Thus, in one manner, the product on
which the mark is affixed varies from jurisdiction to jurisdiction; all that
the mark does in this regard is to give consumers an external association.
This has been evidenced by studies that demonstrate the influence of cul-
ture on consumer brand association.!58 Societies in which community and
interdependence define social interaction respond differently to marketing
stimuli, advertising, and, ultimately, brand association.!3® As indicated
earlier, one study has found that in cultures that emphasize interdepend-
ence, consumers focus more on specific products and respond favorably to
context. Thus, particularized information is important as opposed to gener-

154. See Eckhardt & Houston, supra note 1.

155. Joel B. Eisen, The Trajectory of “Normal” After 9/11: Trauma, Recovery and Post-Traumatic
Societal Adaptation, 14 FORDHAM ENVTL. L.J. 499, 548 (2003) (citing ERIC SCHLOSSER, FAST FOOD
NATION: THE DARK SIDE OF THE AMERICAN MEAL 243-44 (2001)) (“McDonalds’ restaurants are
viewed as archetypal symbols of America throughout the world.”); Ron Ruggles, China Syndrome: U.S.
Chains Tap Billion-Consumer Market, NATION’S RESTAURANT NEWS, Nov. 15, 2004, available at
http://www.findarticles.com/p/articles/mi_m3190/is_46_38/ai_n7584417 (noting status appeal of
Western brands to Chinese consumers).

156. Maria Luz Loureiro & Jill J. McCluskey, Assessing Consumer Response to Protected Geo-
graphical Identification Labeling, 16 AGRIBUSINESS 309, 309 (2000) (“This escalating demand for high
quality and high status products and a desire for cultural identification have created a growing market
for value-added products that carry a strong identification with a particular geographical region.”). *In
the same way, the ‘country-of-origin-effect’ has significant implications for international trade and
consumer’s perception of quality products.” /d. at 311.

157. See, e.g., Ram Ramgopal, The Maharaja Mac: Fast-food Indian Style—Spicing It up for the
Indian Market, CNN.coM, July 14, 2002, http://archives.cnn.com/2002/WORLD/asiapcf/south/
07/14/india.spicy.fast.food/index.html (last visited Apr. 14, 2007) (describing how McDonald’s has
adapted its offerings in India).

158. See Ng & Houston, supra note 95.

159. See id.; Aaker & Maheswaran, supra note 98; Aaker & Williams, supra note 102.
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alizations. Yet, trademark policy is directed at generalized information
about origin, rather than specific instantiations of peculiar attributes as is
the case with GIs.

3. The Challenge of Origin and Country-of-Origin Rules

But perhaps, the real question is what counts as “origin” under the
Lanham Act. In discussing GI protection, commentators are quick to start
with the proposition that the function of trademark law is to denote the
origin of a product, which is typically a business entity.!60 While this aus-
tere rendition of this rule is accurate, it does not tell the whole story. As
Justice Scalia recently noted, origin is another trademark term that is elastic
in nature.!¢! In Dastar Corp. v. Twentieth Century Fox Film Corp., a near
unanimous U.S. Supreme Court noted that origin under § 43(a) of the
Lanham Act includes geographical origin as well as origin of source or
manufacture.!62 Acknowledging that with respect to certain types of goods
consumers are interested in attribution-as-origin, the Court explained,

It could be argued, perhaps, that the reality of purchaser concern is dif-

ferent for what might be called a communicative product—one that is

valued not primarily for its physical qualities, such as a hammer, but for

the intellectual content that it conveys, such as a book or, as here, a

video. The purchaser of a novel is interested not merely, if at all, in the

identity of the producer of the physical tome (the publisher), but also,

and indeed primarily, in the identity of the creator of the story it conveys

(the author). And the author, of course, has at least as much interest in

avoiding passing off (or reverse passing off) of his creation as does the

publisher. For such a communicative product (the argument goes) “ori-

gin of goods” in § 43(a) must be deemed to include not merely the pro-

ducer of the physical item (the publishing house Farrar, Straus and

Giroux, or the video producer Dastar) but also the creator of the content

that the physical item conveys (the author Tom Wolfe, or—assertedly—

respondents).163

The Court ultimately found this argument problematic for several rea-
sons relating mostly to copyright policy,!64 but also the implications of
such attribution-as-origin for claims arising under the Lanham Act.!65 Nev-
ertheless, there is value in evaluating GIs as a reflection of innovation,
attribution, production, and geography. If consumers care where a product
was made because they associate or attribute certain values with that place,

160. Bendekgey & Mead, supra note 56, at 765-66.

161. Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 28-31 (2003).
162. Id. at 29-30.

163. Id. at 33.

164. See id. at 30-37.

165. See id. at 36.
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GIs certainly can lay equal claim to much of how modern trademarks oper-
ate in the market. a

Some proposals have advocated use of country-of-origin rules as a
possible recourse for GI owners. Country-of-origin rules may complicate
matters in this regard, since the signaling function of a trademark could be
disrupted by the requirements that producers should indicate from where
the product originates.!66 Indeed, it was precisely to create such signaling
confusion that some developing countries such as India insisted, prior to
the TRIPS Agreement, on the integration of foreign trademarks with local
trademarks when marketing the products domestically.!67

A strong body of research shows that trademarks in foreign settings
generate higher awareness by consumers and thus have significant eco-
nomic leverage in today’s market, especially since “customers have dis-
played a willingness to pay higher prices for products originating from
desirable locations.”!68 Accordingly, like trademarks and Gls,

[clountry-of-origin [indicators are] often viewed as a piece of informa-
tion that helps consumers assess the quality/reliability of products from
that country and subsequently affects purchase intentions. A product’s
country-of-origin activates concepts about the country and the general
quality of products originating from there. . ..and the psychological
processes underlying these evaluations can be affected by consumer fac-
tors such as motivation—the personal relevance of the decision or prod-
uct to evaluate—or product familiarity or experience. 169

When a GI also is protected as a trademark, country-of-origin rules admin-
istered outside of the trademark system actually serve to reinforce the
trademark function of communicating information to consumers. Accord-
ing to one source,

COO [country of origin] effects sometimes rival the effects of price,
brand name, and specific product attributes in determining preferences,
but there is considerable variation in relative importance by product
category. It is likely that the variation in the relative importance of COO

166. Irvine Clarke, Il et al., Integrating Country of Origin into Global Marketing Strategy, 17
INT’L MARKETING REV. 114 (2000) (“From the other side of the argument regarding country of origin,
it may also be that the company would be best served by not having its goods marked as ‘Made in
America.” One example of this can be seen in the high quality perceptions of US consumers toward
products made in Japan or Germany. It may be that goods from these countries would automatically be
afforded perceptual quality simply based on the perceived country of origin. Certainly, US carmakers
have heavily relied on improved perceptions after announcements of joint ventures with Japanese
carmakers. Sometimes, even confusion over the country-of-origin markings can help, as was the case
when the Saturn was introduced, since many Americans thought that it was a Japanese car.”).

167. WATAL, supra note 33, at 251.

168. Clarke, 111 et al., supra note 166, at 114-15.

169. Dale W. Russell & Cristel Antonia Russell, Explicit and Implicit Catalysts of Consumer
Resistance: The Effects of Animosity, Cultural Salience and Country-of-Origin on Subsequent Choice,
23 INT’L J. RES. MARKETING 321, 322 (2006) (citations omitted).
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across product categories is based on consumers’ perceptions of “core

competencies” associated with specific countries. When a country’s core

competencies are relevant to assessing the quality of a product (e.g.,

German engineering, French fashion and style, Japanese electronics,

etc.), the COO effect is magnified.!70

The effect of country-of-origin information on consumers’ perceptions
about quality!7! and their willingness (or otherwise) to purchase the prod-
uct also goes directly to the cultural context in which the consumers’ deci-
sions are made. In cultures where interdependence and social connectivity
is significant, consumers will rely more heavily on particular or discrete
exemplars; thus, trademarks as indicators of particular origin may not be as
valuable.!”2 However, in atomistic cultures with independent values, a
brand generates loyalty and will likely evoke the source-identifying func-
tion of trademark law more quickly.1”3 Accordingly, cultural tendencies
could also tell us who favors strong geographical protection and who bene-
fits from weak GI protection.

The combination of a strong cachet for foreign goods, the perceptions
of quality associated with foreign goods, and the low entry barrier for U.S.
producers who want to use foreign names is at least one scenario in which
the battle over who gets to use geographical information on products is of
significant economic value today. The market for foreign-labeled goods is
estimated to be about 1.7 billion dollars.174 If use of a GI will facilitate a
domestic producer’s accessibility to this market, then legal protection of
GIs is not merely about the niceties of trademark doctrine but entirely
about market share and sustainability in a global marketplace.

C. Rescuing (Internation'al) Intellectual Property Law from the World:
Why GlIs Matter as Marks

As many have argued, intellectual property law is much more and
does much more than just respond to the public goods nature of intangible
works. The objects at issue are a reflection of ways, methods, and practices

170. Charles S. Areni, An Examination of the Impact of Product Organization and Region Equity
on the Comparison and Selection of Wines, 26 ADVANCED CONSUMER RES. 359, 359 (1999) (citations
omitted).

171. John Gwin & William Kehoe, United States Market Entry: Strategic Imperatives, 1999 J.
MARKETING MGMT. 60, 60 (“In today’s US marketplace, the reverse situation is often true. Products
from other countries are increasing in number, their market shares often challenge or outpace domestic
products, and a product displaying a ‘made in a foreign country’ label has cachet.”).

172. See Ng & Houston, supra note 95, at 523.

173. Id.

174. U.S. BUREAU OF THE CENSUS, STATISTICAL ABSTRACT OF THE UNITED STATES 2007, at
tbl.1284 (2006), available at http://www.census.gov/prod/2006pubs/07statab/foreign.pdf (reporting
total value of imports for consumption as 1,662.4 billion dollars).
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of production that conform to particular historiographies, environments,
cultures, and, yes, ultimately markets. The peculiar rules of patents, copy-
right, and trademarks are all intrinsically and unavoidably rooted in specific
cultural moments, reflecting important values to a nation—whether that
value is purely economic or essentially tradition-based. For example, the
fact that copyright protects only “fixed” expressions or that unwritten prior
art does not operate as a bar to patentability are not scientifically derived
notions inherent in the subject matter itself.!75 Instead, these rules about
definitions, scope, and nature of rights granted are best understood as
methods of channeling particular values into legal doctrine. Thus, for ex-
ample, values of individuality and self-expression are reflected in the as-
sumptions that undergird authorship in copyright law; the fixation
requirement reflects the value of the written word in most European cul-
tures; and the discriminatory prior art rules that facilitate appropriation of
non-written useful knowledge generated outside of the U.S. reflect the per-
ceived ascendancy of formal knowledge.!76

To the extent that global rules regarding trademarks seek to reflect a
global market place, the principles of priority and use are unlikely to afford
the facility necessary to also reflect the reality that consumer associations
of trademarks may be wholly separated from the product’s origin. Having
been thrust into the spotlight of world trade, greater effort must be made in
trademark law and policy to coordinate values and priorities. These efforts
must occur not under the pretext that contemporary doctrines are inherently
neutral, but rather by unmasking and isolating those underlying principles
to determine if there is a basis for a one-size-fits-all regime.

GIs should be considered trademarks because in many respects they
arguably are more credibly consistent with the classic policies underlying
trademark protection. They provide an important “speed bump” in an econ-
omy where producers increasingly labor to differentiate their products
based not on quality but on brand image. GIs disrupt the homogenizing
tendency associated with the age of mass marketing and thus potentially
facilitate differentiation more effectively by compelling investments into

175. Rochelle Cooper Dreyfuss, 4 Wiseguy's Approach to Information Products: Muscling Copy-
right and Patent into a Unitary Theory of Intellectual Property, 1992 Sup. CT. REV. 195, 221-22
(“[Aldvances in production and reproduction make it increasingly clear that the distinctions that seemed
to be inherent in the terms ‘patent’ and ‘copyright’ are in fact illusory because they fail to capture
anything that is significant about the products of human intellect.”); Louis Kaplow, The Patent-Antitrust
Intersection: A Reappraisal, 97 HARV. L. REV. 1813, 1816 (1984) (“[I]t is well known that the empiri-
cal foundations for current patent policy are shaky at best.”).

176. See Bagley, supra note 21.
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underlying products!77 over image,!’8 and thus improve the value fo con-
sumers of being able to identify a particular source as the origin of a prod-
uct.!7? While a fuzzy consensus exists about the principle of protecting GIs,
there is significant dispute about the scope and purpose of GI trademark
function. Even where such function can be found, there is ongoing contro-
versy over the appropriateness of absorbing GI protection into a trademark
system based on “priority”!80 rather than superiority, sociological rele-
vance, or other value. In other words, while there is certainly nothing im-
plausible about mechanically applying existing trademark jurisprudence to
resolve conflicts between claimants of marks based on commercial origin
and those based on geographically derived values (commercial or other-
wise), there is equally nothing ineluctable about this resolution. The resolu-
tion lies squarely in the answer to a question posited by Graeme
Dinwoodie: “should trademark law be structured reactively to protect
whatever consumer understandings or producer goodwill develops, or
should it proactively seek to shape the ways in which consumers shop and
producers sell or seek to acquire rights, thus shaping how the economy
functions?”18! Currently, arguments in favor of trademarks over GIs point
towards the former.

D. The Limits of the Reconciliation Paradigm

The determined effort to reconcile trademarks and GlIs within a trade-
mark rationale has occasioned a paucity of proposals to reconsider the
question of what trademarks do and why, and thus to imagine alternative
solutions in a neutral space. Using trademark priority as a starting point

177. Industries that are knowledge-intensive or dependent on assurance of quality demonstrate high
investment in foreign sourcing. See Mark Casson, The Theory of Foreign Direct Investment, in THE
ECONOMIC THEORY OF THE MULTINATIONAL ENTERPRISE 113 (Peter J. Buckley & Mark Casson eds.,
1985); Victor V. Cordell, Effects of Consumer Preferences for Foreign Sourced Products, 23 J. INT’L
Bus. STuD. 251, 251-52 (1992).

178. Levy, supra note 1, at 117 (noting that as American society has become less concerned about
“a survival level of existence,” consumer responses to the quality of goods are more abstract). As a
result, “the market place is increasingly . .. symbolic [and] .. . it means that sellers of goods are en-
gaged, whether willfully or not, in selling symbols, as well as practical merchandise.” /d.

179. For example, it is well established that the country of origin of a product affects, among other
things, perceptions of product quality. See, e.g., Sung-Tai Hong & Robert S. Wyer, Jr, Effects of Coun-
try-of-Origin and Product-Attribute Information on Product Evaluation: An Information Processing
Perspective, 16 J. CONSUMER RES. 175 (1989); Sing-Tai Hong & Robert S. Wyer, Jr, Determinants of
Product Evaluation: Effects of the Time Interval Between Knowledge of a Product’s Country of Origin
and Information About Its Specific Attributes, 17 J. CONSUMER RES. 277 (1990); Johny K. Johansson,
Susan P. Douglas & Ikujiro Nonaka, 4ssessing the Impact of Country of Origin on Product Evalua-
tions: A New Methodological Perspective, 22 J. MARKETING RES. 388 (1985); Johny K. Johansson &
Hans B. Thorelli, International Product Positioning, J. INT’L BUS. STUD. 57 (1985).

180. Gangjee, supra note 6, at 1269-70.

181. See Dinwoodie, supra note 24, at 889-90.
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automatically preempts any real global alternatives because priority is gen-
erally nationally constructed. Proposals to “reconcile” both objects inevita-
bly relegate Gls to the periphery. And while such Solomonic wisdom is
plausible, it is not entirely satisfactory. The reconciliation approach dilutes
GIs by casting them merely as descriptive marks whose utility is con-
strained by requiring non-trademark use of GIs. Yet, if priority of use were
to be considered outside the narrow confines of existing doctrine one
might, for example, imagine a regime where Gls are considered a form of
prior art limiting the trademark owner’s use of the priority club.

Reconciling priority disputes between trademarks derived primarily or
solely from commercial origin and those derived from other values in addi-
tion to commerce is persuasively possible without much disequilibrium to
the traditional trademark jurisprudence.!82 However, doing so assumes an
implicit accuracy that priority is an absolute concept, that it is mostly what
should count in trademark law, and that cultural values have no economic
merit. Recent developments in both patent and copyright law tell us that
these assumptions are not scientific and do not have to govern the global
discourse. The choice to make them the primary determinants of the role
and function of GIs in the global economy is one made not by economics
or legal doctrine but by power and the politics of identity.

CONCLUSION

The essential weakness of the TRIPS Agreement, and what lies at the
core of the North-South divide, is the failure of the international intellectual
property system to reflect interests or values that are not manifestly domi-
nant in the societies of post-modern economies. That the subject of Gls
made it to the world stage, and that interest in strong protection is shared by
some developing countries and the EU, while opposed by other developing
countries and the U.S., is not an indication that the TRIPS Agreement
cracked open a door of something plausibly beneficial for developing coun-
tries. Indeed, many doubt the benefit of GI protection for developing coun-
tries.183 Instead, the debate over GI protection may be no more than feeble
attempts to place road signs on the autobahn of high consumerism. And in
the end, it may simply be a question of two powers—the U.S. and EU—
traveling at different speeds but ultimately going to the same destination.

182. Indeed, this is precisely the object of Dr. Gangjee’s proposed solution to the conflict between
trademarks and Gls.

183. See, e.g., REPORT OF THE COMMISSION, supra note 7.



